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REMARKS 

Reco^on of the app»ca«on is re.ues.ed ,n view of me median, 
above and me remertebeiow. Claims 1MB are pending. Cla,ms 10. 11 and 1* 17 
b^eon reieeted and M 12 end 18 are objected to . Appticants acknowledge 
me indication of allowable subject metier of Claims 12 and 18. 

™ , u*-tinn to m ° gneoifieatlon ^„ M I..- in 

The Office Action ob|ee* to me disclosure me term -6^etho W ynmld,ne ,n 
M*. 8. line 30. page 8. in view of the comm.*. In me outstanding omce 
Action, -tHnemoxypyrlmidlne- has been encoded to be •6-hydroxyp»nm,d»ie. 
Reconsideration is requested. 

potion unde - 35 i »sn 102 or 35 USC 1Q3 ^ 

TneOff.ceActionrejectsCaims10.il and 13-17 as anticipated by Bowen or 
in the alternative under 35 USC 103(a) as obvious over Bowen. The rejection 
should be withdrawn in view of the remarks below. 

It is well-established law that the fact that a certain result or charactensttc 
may. occur or be present in the prior art is not sufficient to establish the inherency of 
^ result or characteristic, in re Kjckaert, 9 F.3d 1531. 1534. 28 USPQ2d 1955. 
1957 (Fed Cir. 1993) (reversed rejection because inherency was based on what 
would result due to optimization of conditions, not what was necessarily present ,n 
the prior art); ft, re Oetnch. 666 F.2d 578. 581-82. 212 USPQ 323. 326 (CCPA 
1981 ) To establish inherency, the extrinsic evidence 'must make clear that the 
missing descriptive matter is necessarily present in the thing described in the 
reference, and that it would be so recognized by persons of ordinary skill. Inherency, 
however, may not be established by probabUities or possibilities. The mere fact that 
a certain thing may result from a given set of circumstances is not sufficient.' - In re 
Robertson, 169 F.3d 743. 745. 49 USPQ2d 1949. 1950-51 (Fed. Cir. 1999) 
(citations omitted) 

It is also well-established law that "In relying upon the theory of inherency, the 
examiner must provide a basis in fact and/or technical reasoning to reasonably 
support the determination that the allegedly Inherent characteristic necessa rily, flows 
Mo-6857 * 3 " 
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from ft.***,**..* - phcrerrExparte.evy. 17 USPQ*. 1481. 1464 

(Bd Pat App. & Inter. 1990) (emphasis in original) 

Applicants invention is related to a process for prepanng 

4.6-dichloropynmld.ne comprising reacting A^h.oro^hydroxypyT.m.dine w.th an 

chloride - A K 

The Office Action alleges that Bowen teaches the reacfion of 4.6- 
dlhydnoxpydmidtne with phosgene to yield ^IchlcpyhmWhe and Inhe^r In 
tLnZL use of 4^6-hydroxypyr^.lne as a siding matenal (Office 
Action page 3, lines 12-16). Further, the Office Action afleges that the 4^6- 
^ydmUine storting materta. Is a necessary Wermedlate In the process taught 
art. and thus * inherent present In the mixture o, Bowen (Office ACon. 

page 4, lines 4-14). 

The Examines proposed reaction scheme (see Office Acton, page 4, lines 

4-14). including the statement that ™ e 4K»loro^^ 

materia. Is a necessary intermediate" is not inherent In Bowen. In pent of fact .n the 
proposed reaction scheme described by the Examiner, there are many ajterr^tiye 
oossibiljties occurring via intermolecular carbonates, such as simultaneous 
^~^oo in a solvent cage. etc. In fact. Bowen in Example 1 . teaches away 
from the Examiner's allegation because after workup only the starting matenal 
dihydroxypyrimidine and the product 4.6^ich.oropyrimidine is present in the resurt.ng 
product, thus there is no intermediate 4^hlorc^-h y droxypyrimidine. Thus, the 
alleged.y inherent characteristic does not necessarily flows from the teach,ngs of 
Bowen The mere fact that a certain thing may result from a given set of 
circumstances Is not sufficient. Further, the Examiner's proposed reaction scheme 
relies on his own scientific knowledge. However, when an examiner relies on a 
scientific theory, evidentiary support for the existence and meaning of that theory 
mus t be provided. In re Grose. 592 F.2d 1161. 201 USPQ 57 (CCPA). The 
Examiner has not provided evidentiary support and Applicants invite him to provide 
that information at his earliest convenience. Accordingly, reconsideration of the 
inherency rejection is requested. 

Now turning to the four arguments addressed in the Office Action (beginnmg 
at page 6). Regarding why Bowen would choose 4,6Hdihydroxypyrimldine as a 
Mo-6857 " 4 " 
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Xy^- In a catalog, indicate support C Bowen havlngel.** <» - * 
*a dily uvlb* and — cos«ng surtlng ma*rtal. rather « 
JLwMte However, such cetalog advertising does not prov de feds 

Bnyoro . , „„,„„.„ .^.onahly support me determination that the allegedly 
and/or technical reasoning to reasonaoiy «w 
,nherent*erectenstk : neo^^1lo«sf ram theteachingsofBowen. 

herding the admission b y the Off.ce ACon that The prior art repeatedly 
emphases the importance of a bese and contains no exempts of an, reachon 
ZZ. a base- (Office Acdon. page 7, ilnes 6-7), Applicant submit as follows. The 
ote ACon aueges the, -App»oan*- c,*ms use the open term •contp*** Thus, 
processes wim addWonal reason* anticipate Applicant claims. ...omrttng an 
!„greo,en« is an obvious motion of a chemical process" (Office Acbon. page 7. 

Hnes7-11). . 

Applicants' invention is related to a process for preparing 4.6- 
dichloropyrimidine comprising reaction 4^h.orc-e-hydroxypyr1rnidine with an acid 

Ch,0nd Bowen does not teach or suggest all of the limitations of Applicants' claims. 
.nparticular.Bowendoesnotteachorsuggestanacidchloride. Applicants' 
invention indudes acid chlorides that are active on their own and no add.t,on of 
catalysts are necessary, such as amides (for example diethylamide), 
organic phosphorus compounds (Specification, page 2. lines 6-8). Such informal 
evidences the advantages of Applicants' invention over Bowen. and nowhere .n 
Bowen is such taught or suggested. With this omission. Bowden does not anticipate 
or obviate Applicants' invention. Reconsideration is requested. 

Regarding the statement by the Office Action that "assertion is not evidence 
and that the Examiner agrees that case law require inherency must be certam, and 
Applicants may prove that the prior art does not posses the inherent characterist.es 
(Office Action, page 7. 12-15). Applicants submit as follows. As discussed, other 
possibilities in Bowen may be occurring via intermolecular carbonates, e.g.. 
Mo-6857 " 5 ' 
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s Im u»aneous in a sotv n, oaoe. etc.. an* Wh- 60^3 6-n*M 

caches away from App»can«s' claimeo invention. Thus. Bowan does no, .nherentty 

disclose Applicants 1 invention. 

Regarding the statement in the Office Ac«on that externa, evdence ,s not 
required to make an inherency re]ection (Office Action, page 8. lines 8-9^ To 
establish inherency, the extrinsic evidence 'must make dear that the m.ss,ng 
CU- — - * — present In the thing described in the reference, and 
Lt it would be so recognized by persons of ordinary ski... inherency, however, ^may 
" be establfched by probates or possibles. The mere fact that a «. 
may resu.t from a given set of circumstances is not sufficient. In re 
F 3d 743 745. 49 USPQ2d 1048. 1950-51 (Fed. dr. 1999) (citations omitted). The 
Office Action does not estab.ish that 4^h.oro-6-hydroxypyrimidine is necessaniy 
present Therefore. Bowen does not inherency disclose Applicants' Inventaon. . 

Regarding Claims 1 1 and 13-17. Claims 13-17 depend from Claim 10 wh,ch 
as discussed is believed to be allowable. Accordingly. Claims 11 and 13-17 are also 

believed to be allowable. ... 

In view of the foregoing. Applicants submit that the Examtner .s justrfied .n 

allowing all the claims in the application. 

Respectfully submitted, 




Godfried R. Akorli 
Attorney for Applicants 
Red. No. 28,779 
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